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WititraM R. Warner & Company, Petitioner, v. Evi Litty & 
CoMPANY 


Supreme Court of the United States 


June 9, 1924 


Trape-Marxs—Uwnrairn Competrrion—“Quin-Coco” ann “Coco-QuININE.” 
The use by the petitioner of the word “Quin-Coco” as a trade- 
mark for a medicinal preparation composed, in part, of quinine, verba- 
santa and chocolate, was not sufficient to prevent respondent from 
using the word “Coco-Quinine” as a trade-mark for a similar prepara- 
tion, inasmuch as both words are merely descriptive of the ingredients, 
qualities or characteristics of the respective goods, and therefore, in- 
capable of exclusive appropriation as trade-marks. 
Trape-Marxs—Unrair Competirion—Svsstirution By RetatLers—APPEAL 

— REVERSAL. 

Where the respondent, by long experiment devised a method of 
preparing a medicinal preparation, “Coco-Quinine,” made it distinc- 
tive by the addition of chocolate as a coloring and flavoring ingredient, 
and sold it under the trade-mark “Coco-Quinine,” the subsequent pro- 
duction and sale by petitioner of a rival preparation called “Quin-Coco,” 
marketed at a lower price and often sold by retailers at the suggestion 
of petitioner’s salesmen, as a substitute for “Coco-Quinine”, when it 
was impossible for the purchaser to know of the substitution, peti- 
tioner’s conduct was unfair competition and it was restrained from in- 
directly respresenting or suggesting to its customers the feasibility or 
possibility of making such substitution. 


On writ of certiorari to the United States Circuit Court of 
Appeals for the Third Circuit. Reversed and remanded. 


Francis Rawle, of Philadelphia, Pa., for petitioner. 
E. W. Bradford, of Washington, D. C., for respondent. 


Mr. Justice SurHeRLAND delivered the opinion of the Court. 


Respondent is a corporation engaged in the manufacture and 
sale of pharmaceutical and chemical products. In 1899 it began 
and has ever since continued to make and sell a liquid preparation 


of quinine, in combination with other substances, including yerba- 
santa and chocolate, under the name of Coco-Quinine. 


Petitioner also is a pharmaceutical and chemical manufacturer. 
The Pfeiffer Chemical Company, Searle & Hereth Company and 
petitioner are under the same ownership and control. The first 
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named company in 1906 began the manufacture of a liquid prepara- 
tion which is substantially the same as respondent’s preparation 
and which was put upon the market under the name of Quin-Coco. 
Two years later the Searle & Hereth Company engaged in the 
manufacture of the preparation which ever since has been sold and 
distributed by petitioner. 

This suit was brought in the Federal District Court for the 
Eastern District of Pennsylvania by respondent to enjoin peti- 
tioner from continuing to manufacture and sell the preparation if 
flavored or colored with chocolate; and also from using the name 
Quin-Coco, on the ground that it was an infringement of the name 
Coco-Quinine, to the use of which respondent had acquired an ex- 
clusive right. The District Court decided against respondent upon 
both grounds. 268 Fed. Rep. 156 [11 T. M. Rep. 11]. On appeal 
the Court of Appeals ruled with the District Court upon the issue 
of infringement, but reversed the decree upon that of unfair com- 
petition. 275 Fed. Rep. 752 [12 T. M. Rep. 1]. 

The entire record is here and both questions are open for con- 
sideration. 

First. We agree with the courts below that the charge of in- 
fringement was not sustained. The name Coco-Quinine is de- 
scriptive of the ingredients which enter into the preparation. The 
same is equally true of the name Quin-Coco. A name which is 
merely descriptive of the ingredients, qualities or characteristics 
of an article of trade cannot be appropriated as a trade-mark and 
the exclusive use of it afforded legal protection. The use of a 
similar name by another to truthfully describe his own product 
does not constitute a legal or moral wrong, even if its effect be to 
cause the public to mistake the origin or ownership of the product. 
Canal Co. v. Clark, 18 Wall. 811, 828, 327; Standard Paint Co. 
v. Trinidad Asphalt Co., 220 U. S. 446, 4538 [1 T. M. Rep. 10]; 
Howe Scale Co. v. Wyckoff, Seamans §& Benedict, 198 U. S. 118, 
140. 

Second. The issue of unfair competition, on which the courts 
below differed, presents a question of more difficulty. The testi- 
mony is voluminous, more than two hundred witnesses having been 
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examined; but, since the question with which we are now dealing 
is primarily one of fact, we have found it necessary to examine and 
consider it. Nothing is to be gained by reviewing the evidence at 
length, and we shall do no more than summarize the facts upon 
which we have reached our conclusions. 

The use of chocolate as an ingredient has a three-fold effect. 
It imparts to the preparation a distinctive color and a distinctive 
flavor, and, to some extent, operates as a medium to suspend the 
quinine and prevent its precipitation. It has no therapeutic value; 
but it supplies the mixture with a quality of palatability for which 
there is no equally satisfactory substitute. Respondent, by labora- 
tory experiments, first developed the idea of the addition of choco- 
late to the preparation for the purpose of giving it a characteristic 
color and an agreeable flavor. There was at the time no liquid 
preparation of quinine on the market containing chocolate, though 
there is evidence that it was sometimes so made up by druggists 
when called for. There is some evidence that petitioner endeavored 
by experiments to produce a preparation of the exact color and 
taste of that produced by respondent; and there is evidence in con- 
tradiction. We do not, however, regard it as important to de- 
termine upon which side lies the greater weight. Petitioner, in 
fact, did produce a preparation by the use of chocolate so exactly 
like that of respondent that they were incapable of being distin- 
guished by ordinary sight or taste. By various trade methods an 
extensive and valuable market for the sale of respondent’s prepara- 
tion already had been established when the preparation of peti- 
tioner was put on the market. It is apparent, from a consideration 
of the testimony, that the efforts of petitioner to create a market 
for Quin-Coco were directed not so much to showing the merits of 
that preparation as they were to demonstrating its practical identity 
with Coco-Quinine, and, since it was sold at a lower price, inducing 
the purchasing druggist, in his own interest, to substitute, as far as 
he could, the former for the latter. In other words, petitioner 
sought to avail itself of the favorable repute which had been estab- 
lished for respondent’s preparation in order to sell its own. Peti- 


tioner’s salesmen appeared more anxious to convince the druggists 
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with whom they were dealing that Quin-Coco was a good substitute 
for Coco-Quinine and was cheaper, than they were to independently 
demonstrate its merits. The evidence establishes by a fair pre- 
ponderance that some of petitioner’s salesmen suggested that, with- 
out danger of detection, prescriptions and orders for Coco-Quinine 
could be filled by substituting Quin-Coco. More often, however, 
the feasibility of such a course was brought to the mind of the drug- 
gist by pointing out the identity of the two preparations and the 
enhanced profit to be made by selling Quin-Coco because of its 
lower price. There is much conflict in the testimony; but on the 
whole it fairly appears that petitioner’s agents induced the substi- 
tution, either in direct terms or by suggestion or insinuation. Sales 
to druggists are in original bottles bearing clearly distinguishing 
labels and there is no suggestion of deception in those transactions ; 
but sales to the ultimate purchasers are of the product in its naked 
form out of the bottle; and the testimony discloses many instances 
of passing off by retail druggists of petitioner's preparation when 
respondent’s preparation was called for. That no deception was 
practiced on the retail dealers, and that they knew exactly what 
they were getting is of no consequence. The wrong was in de- 
signedly enabling the dealers to palm off the preparation as that of 
the respondent. Coca-Cola Co. v. Gay-Ola Co., 200 Fed. Rep. 
720 [3 T. M. Rep. 1]; N. K. Fairbank Co. v. R. W. Bell Manu- 
facturing Co., 77 Fed. Rep. 869, 875, 877-878; Lever v. Goodwin, 
L. R. 86 Ch. Div. 1, 3; Enoch Morgan’s Sons Co. v. Whittier- 
Coburn Co., 118 Fed. Rep. 657, 661. One who induces another 
to commit a fraud and furnishes the means of consummating it is 
equally guilty and liable for the injury. Hostetter Co. v. Brueg- 
geman-Reinert Distilling Co., 46 Fed. Rep. 188, 189. 

The charge of unfair competition being established, it follows 
that equity will afford relief by injunction to prevent such unfair 
competition for the future. Several acts of unfair competition 
having been shown, we are warranted in concluding that petitioner 
is willing to continue that course of conduct, unless restrained. 
Hennessy v. Wine Growers’ Ass’n, 112 Fed. Rep. 808, 811. It re- 
mains to consider the character and extent of this relief. 
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Respondent has no exclusive right to the use of its formula. 
Chocolate is used as an ingredient not alone for the purpose of 
imparting a distinctive color, but for the purpose also of making 
the preparation peculiarly agreeable to the palate, to say nothing 
of its effect as a suspending medium. While it is not a medicinal 
element in the preparation, it serves a substantial and desirable use, 
which prevents it from being a mere matter of dress. It does not 


merely serve the incidental use of identifying the respondent’s 
preparation, Coca-Cola Co. v. Gay-Ola Co., supra, p. 724, and it 
is doubtful whether it should be called a non-essential. The peti- 


tioner or anyone else is at liberty under the law to manufacture 
and market an exactly similar preparation containing chocolate and 
to notify the public that it is being done. Sazlehner v. Wagner, 
216 U. S. 875, 880; Chadwick v. Covell, 151 Mass. 190. But the 
imitator of another’s goods must sell them as his own production. 
He cannot lawfully palm them off on the public as the goods of his 
competitor. The manufacturer or vendor is entitled to the reputa- 
tion which his goods have acquired and the public to the means of 
distinguishing between them and other goods; and protection is ac- 
corded against unfair dealing whether there be a technical trade- 
mark or not. The wrong is in the sale of the goods of one manu- 
facturer or vendor as those of another. Elgin National Watch Co. 
v. Illinois Watch Co., 179 U. S. 665, 674. If petitioner had been 
content to manufacture the preparation and let it make its own way 
in the field of open and fair competition, there would be nothing 
more to be said. It was not thus content, however, but availed 
itself of unfair means, either expressly or tacitly, to impose its 
preparation on the ultimate purchaser as and for the product of 
respondent. 

Nevertheless, the right to which respondent is entitled is that 
of being protected against unfair competition, not of having the aid 
of a decree to create or support, or assist in creating or supporting, 
a monopoly of the sale of a preparation which everyone, including 
petitioner, is free to make and vend. The legal wrong does not 
consist in the mere use of chocolate as an ingredient, but in the 
unfair and fraudulent advantage which is taken of such use to 
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pass off the product as that of respondent. The use dissociated 
from the fraud is entirely lawful, and it is against the fraud that 
the injunction lies. But respondent being entitled to relief, is en- 
titled to effective relief; and any doubt in respect of the extent 
thereof must be resolved in its favor as the innocent producer and 
against the petitioner, which has shown by its conduct that it is not 
to be trusted. Clearly, the relief should extend far enough to en- 
join petitioner, and its various agents, from directly or indirectly, 
representing or suggesting to its customers the feasibility or pos- 
sibility of passing off Quin-Coco for Coco-Quinine. The Court of 
Appeals held that petitioner should be unconditionally enjoined 
from the use of chocolate. We think this goes too far; but, hav- 
ing regard to the past conduct of petitioner the practices of some 
druggists to which it has led, and the right of respondent to an 
effective remedy, we think the decree fairly may require that the 
original packages sold to druggists shall not only bear labels 
clearly distinguishing petitioner's bottled product from the bottled 
product of respondent, but that these labels shall state affirma- 
tively that the preparation is not to be sold or dispensed as Coco- 
Quinine or be used in filling prescriptions or orders calling for the 
latter. With these general suggestions, the details and form of 
the injunction can be more satisfactorily determined by the Dis- 
trict Court. The decree of the Court of Appeals is reversed and 
the cause remanded to the District Court for further proceedings 
in conformity with this opinion. 


Notre:—Since the foregoing decision was printed, we learn through 
plaintiff's counsel, that Eli Lilly and Company have petitioned the Supreme 
Court for a rehearing, on the ground that its decision does not afford the 
“effective relief” to which the Court agrees the petitioner is entitled. 

It is contended, with reason, that the means of relief suggested by the 
court, namely, the use on defendant’s product “Quin-Coco,” of distinguish- 
ing labels and the statement that the preparation must not be substituted 
for plaintiff's “Coco-Quinine,” will, by indirection, have the inevitable re- 
sult of inviting the very substitution which it seeks to prohibit to the con- 
tinued detriment of the public and damage to the petitioner. The peti- 
tioner contends that the only effective relief will be secured in enjoining 
defendant from the use of chocolate as a coloring and flavoring ingredient, 
and points out the fact that other colors and flavors are in successful use 
by rival manufacturers in preparing a similar remedy.—Ep. 
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Warp Baxinc Company v. Potrer-WRIGHTINGTON, INc. 
United States Circuit Court of Appeals for the First Circuit 
April 8, 1924 


Trape-Marks aNp Unrair Competirion—Derense or Prior Use sy Tup 

Parry—TerriroriaL LimIraTION. 

The defense set up by the defendant that plaintiff's trade-mark 
had been adopted and used by a third party prior to the former’s 
adoption thereof, held not to be valid, inasmuch as only the devices, and 
not the words, constituting the trade-mark were used and, moreover, 
the first user’s right was restricted to the territory covered by his 
trade, while the issue between plaintiff and defendant relates solely 
to the latter’s attempt to pass off its goods as those of the plaintiff. 

[rapE-Marks and Unrair CompPetitTIion—DeErFense or “UNcCLEAN Hanos.” 

Where plaintiff advertised its cereal product as entire wheat, but 
removed therefrom the part of the wheat containing its medicinal 
properties, it was, nevertheless, truthfully describing its flour as entire 
wheat flour or whole wheat flour in the common meaning of those 
words; and the defense of “unclean hands” cannot be maintained. 

Trape-Marks anp Uwnrarr Competition—“Otp Grist Mini” ann Device 
or SAME For Breap. 

Where, after plaintiff had adopted and identified as a trade-mark 
for whole wheat flour and wheat products, a mark consisting of the 
words “Old Grist Mill” with a picture of such a mill, which mark it 
had registered in the U. S. Patent Office, and had made it widely known 
to consumers by advertising and use, defendant, a baking corporation, 
begun to use on its whole wheat bread a picture of an old grist mill, 
together with other matter closely imitating plaintiff's Old Grist Mill 
label, it was infringing latter’s trade-mark and the decree of the 
lower court enjoining defendant therefrom is affirmed. 

TrapeE-MarkS AND 'TRApE-Names—Property 1N Trape Mark. 

There is no such thing as property in a trade-mark except as a 
right pertaining to an established business or trade in connection with 
which the mark is employed; and the function of the mark is to desig- 
nate goods as a product of a particular dealer, and to protect his 
good-will against the sale of another’s product as his. 


In equity. Action for unfair competition. Appeal from the 
District Court of the United States for the District of Massa- 
chusetts. Affirmed. (For opinion of the lower court, see 13 T. M. 
Rep. 305.) 


Elder, Whitman, Wayburn & Croker, of Boston, Mass., for 
plaintiffs. 

Pennie, Davis, Marvin §& Edmonds, of New York City, (W. B. 
Morton, of New York City, and William Quimby, of Bos- 
ton, Mass., of counsel) for defendant. 
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Before BincuHam, JoHNson, and Hate, JJ. 


Hare, J.: This case is now before us on appeal from a decree 
of the District Court that the defendant-appellant has infringed 
the rights of the plaintiff-appellee in and to the words “Old Grist 
Mill” and a pictorial representation of such old mill; the decree 
enjoins the defendant-appellant from using such words and such 
pictorial representation in connection with the sale of bread, or 
other food products, and the public advertisement thereof. This 
is a trade-mark case; it involves some of the usual issues in such 
cases. In its assignments of error the defendant contends that the 
court erred: 

First—in holding that the plaintiff had any rights in and to 
the words “Old Grist Mill” and a pictorial representation of such 
mill; 


Second—in holding that the defendant had infringed the 
rights of the plaintiff; 

Third—in enjoining the defendant from using the words “Old 
Grist Mill” or a pictorial representation thereof, in connection with 
the sale of bread and other food products, and the public advertise- 
ment thereof. 


The defendant sets up several distinct defenses, which we will 
state and consider. 

The first assignment of error raises the fundamental question 
of the validity of the plaintiff's trade-mark. 

1. The proofs show that about 1893 the plaintiff corporation 
was a commission merchant, a dealer in flour, and a manufacturer 
of rolled wheat, rye flakes, and other wheat products; that about 
1893 it put upon the market an entire wheat flour and adopted as 
a mark the words “Old Grist Mill” with a pictorial representation 
of such a mill; that thereafter it placed these words and this 
picture upon its bread-wrappers; that it continually made use of 
the term “Old Grist Mill’; that it induced customers to demand 
bread made of Old Grist Mill flour from their bakers and grocers; 
that it gave public representations of packages under that name 
and directing its advertising to bringing Old Grist Mill products 
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before the public; that it registered the words “Old Grist Mill” 
and the picture, as a trade-mark, in the United States Patent Office, 
and in the proper offices in Massachusetts and California; that it 
spent large sums of money, and created a large volume of business 
in Old Grist Mill products; that it built up in the public mind a 
good-will in Old Grist Mill flour; that it so associated its mark 
with its products that the mark came to identify the origin and 
ownership of the plaintiff's goods. We think it acquired a valid 
trade-mark in such name and such pictorial representation. 

Property in a trade-mark is not acquired like property in a 
patent or invention. There is little analogy between a patent and 
a trade-mark. The courts have pointed out that there is no such 
thing as property in a trade-mark, except as a right pertaining to 
an established business or trade in connection with which the mark 
is employed; that the right to such a designation arises out of its 
use; that its function is to designate goods as the product of a par- 
ticular dealer and to protect his good-will against the sale of an- 
other’s product as his; that it becomes the subject of property by 
being used in connection with an existing business, and that by such 
use it shows the origin of the goods sold, not arbitrarily, but by 
association of the public mind with the mark. Hanover Milling 
Company v. Metcalf, 240 U. S. 403, 412, 414 [6 T. M. Rep. 149]; 
United Drug Company v. Rectanus Co., 248 U. S. 90, 96 [9 T. M. 
Rep. 1}. 

2. The second and third assignments of errors raise the ques- 
tion whether the defendant has infringed the rights of the plaintiff 
in its trade-mark, and whether it should be enjoined. 

The defendant is a baking company. The proofs show that 
early in 1922 it manufactured and sold a whole wheat bread called 
“Homespun.” It offered this bread to the public in a wrapper 
with the words ‘““Ward’s Homespun Bread,” and with a picture of 
an old grist mill having a water wheel on the gable end at the 
side of the building; and on its advertisements it had the words: 
“Look for the Old Grist Mill.” 

In the plaintiff's picture the mill is at the front end, and there 
is a flume leading the water to it. Both pictures represent an old 
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grist mill. Some time afterwards the defendant put out an adver 
tising card with the picture of a mill, with the words: 


“Back of the loaf is the snowy flour, 
And back of the flour the mill, 
And back of the mill is the wheat and the shower, 
And the sun and the Father’s will.” 


In advertising since January 1, 1922, on pictures showing the 
old grist mill, the defendant has adventured into more verse. as 
follows: 


“Back of the loaf is the whole wheat fiour, 
Which is ground at the old grist mill, 

And back of the mill is the wheat and the shower, 

And the sun and the Father’s will.” 


About 1912 the defendant acquired a bakery in Newark, New 
Jersey, which appears to have been using certain quantities of 
the plaintiff's Old Grist Mill flour, and selling its bread in wrap- 
pers received from the plaintiff. After the purchase, this branch 
of the defendant-appellant company, as the proofs show, continued 
to use plaintiff's Old Grist Mill flour, and received from the plain- 
tiff a large quantity of its Old Grist Mill wrappers. 

The emblem adopted by the defendant-appellant is not iden- 
tical with that of the plaintiff-appellee. In analyzing the two 
wrappers, differences may be pointed out which, if known and 
recognized, might avoid mistaking one for the other. But the 
usual purchaser does not analyze; he merely looks, perhaps, hastily ; 
and the test must be whether the similarity of brands would mis- 
lead the “ordinary observer.” Columbia Mill Company v. Alcorn, 
150 U. S. 460; Cantrell § Cochrane v. Hygeia Distilled Water 
Co., 283 Fed. 400; Hanover Milling Co. v. Metcalf, 240 U. S. 
403, 424 [6 T. M. Rep. 149]. We think it would so mislead. The 
proofs persuade us that, when the defendant-appellant adopted its 
design, it had knowledge of the plaintiff's trade-mark; that it has 
done a large business, and made large sales of bread with such 
emblems on its wrappers as those which we have described; that it 
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has advertised “Look for the Old Grist Mill’; that, on being noti- 
fied in February, 1922, of a claim of infringement, it refused to 
discontinue the use of the words, “Old Grist Mill,’ and of the 
picture and advertisement, and has since repeatedly used such 
design. 

Upon a careful examination of the wrappers and the proofs, 
we are of the opinion that the use by the defendant of the words 
“Old Grist Mill” and of its picture and advertisement, is decep- 
tively similar to the use by the plaintiff, and is an infringement 
of the plaintiff's rights in its trade-mark. We agree with Judge 
Anderson, in the District Court, in holding that the wrongful 
conduct of the defendant was deliberate and persistent; that it was 
a case of undertaking to appropriate the property of the plaintiff, 
and to mislead the public into buying its own products when the 
products of the plaintiff were sought. 

38. The defendant sets up the defense that the plaintiff was 
anticipated in the use of its trade-mark by one Thornton. It ap- 
pears that Frank L. Thornton of Providence, Rhode Island, about 
1892, was carrying on a small business as a dealer in corn meal 
and other cereals; that he adopted a similar emblem (but not the 
word “Old Grist Mill’), and that he had it registered as a trade- 
mark and used it in his business in and near Providence. A bill 
was brought against this plaintiff to restrain an infringement of 
Thornton’s rights. It was demurred to and was finally dismissed 
from the docket. There is nothing in the record leading to show 
that the plaintiff pirated upon any rights of Thornton. There is 
no question of invention in a trade-mark case. It may be that it 
will be found that Thornton, in a limited territory, used a design 
somewhat similar to that of the plaintiff. Upon this point we 
think the District Court has properly held that even if, for some 
purposes and in some territory, the Thornton Company may have a 
right in the trade-mark superior to that of the plaintiff, the de- 


fendant is not thereby exonerated from responsibility for an at- 
tempt to appropriate to itself a good-will created by the plaintiff 
during a long course of business. Whatever Thornton has done or 


has not done, the ultimate offense is that the defendant has passed 
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off its goods as those of the plaintiff, and has thereby invaded the 
rights of the plaintiff, rights not acquired by invention or discovery 
or registration, but by adoption and use. United Drug Co. v. 
Rectanus Co., 248 U. S. 90, 108, supra [9 T. M. Rep. 1]; Tetlow 
v. Tappan, 85 Fed. 774; Merriam Co. v. Saalfield, 198 Fed. 369. 
372. 

4. The defendant says that the plaintiff is a baker; the de- 
fendant is a miller; that the two are not in competition; and the 
plaintiff has suffered no injury. In Aunt Jemima Mills Co. v. 
Rigney § Co., 247 Fed. 407, 410 [8 T. M. Rep. 163], a trade-mark 
on self-rising flour was held infringed by the use of the same trade- 
mark on pancake syrup. In speaking for the Court of Appeals for 
the Second Circuit, Judge Ward said: 

“Syrup and flour are both food products, and food products commonly 
used together. Obviously the public, or a large part of it, seeing this 
trade-mark on a syrup, would conclude that it was made by the com- 
plainant. Perhaps they might not do so, if it were used for flatirons. In 
this way the complainant’s reputation is put in the hands of the defend- 


ants. It will enable them to get the benefit of the complainant’s reputa- 


tion and advertisement. These we think are property rights which should 
be respected in equity.” 


In Carroll v. Ertheiler, 1 Fed. 688, the plaintiff manufactured 
tobacco; the defendant was a cigarette maker. The plaintiff 
adopted the words “Lone Jack” and the defendant was enjoined 
from selling “Lone Jack” cigarettes, the court saying that it did 
not believe the public or the trade would draw such a distinction 
as the defendant contended for. This last case was cited by Judge 
Coxe in the Circuit Court in 1909, in American Tobacco Company 


v. Polacsek, 170 Fed. 117. In ordering an injunction the court 
said: 


“Can the trade-mark of a manufacturer of smoking and chewing 
tobacco be appropriated by the manufacturer of cigarettes? I incline to 
the opinion that it cannot be. A trade-mark is a guaranty that the goods 
to which it is attached are made by its owner. If the owner has a high 
character for honesty, good workmanship and fair dealing his mark stands 
for all of these qualities. Those who have been accustomed to his goods 
see his mark and buy, knowing that they will not be defrauded. Whether 
a manufacturer confines himself to smoking tobacco, chewing tobacco or 
cigarettes, he is still in the tobacco business, just as one is in the clothing 
business whether he makes coats, waistcoats, or trousers, just as one is in 
the whiskey business whether he makes Rye or Bourbon. A consumer who 
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believes in McAlpin’s tobacco, seeing ‘Virgin Leaf’ cigarettes on the 
market, will naturally think that they are the product of the McAlpin 
factory, precisely as if ‘D. H. McAlpin & Co.’ had been printed on the 
package.” 


Collins Co. v. Ames Co., 18 Fed. 561. 
British American Tobacco Co. v. British American Stores 
Co., 211 Fed. 983 [4 T. M. Rep. 293]. 


The defendant seeks a narrower interpretation of the law, 
and cites Borden Ice Cream Co. v. Borden’s Condensed Milk Com- 
pany, 201 Fed. 510 [3 T. M. Rep. 80}, where the Circuit Court of 
Appeals for the Seventh Circuit, in an “unfair competition” case, 


held that in the absence of direct competition the doctrine cannot 
be invoked. 

We think the case at bar must be put upon a broader ground. 
We think the test should be whether the public is likely to be 
deceived. Both the plaintiff and the defendant are seeking to 


induce people to use a whole wheat flour in bread; the representa- 
tions of the defendant clearly tend to induce the user of flour to 
believe that he is getting the plaintiff's flour in his bread, when, 
in fact he is getting the defendant’s flour. We cannot sustain this 
defense. 

5. The defendant says that the plaintiff comes into court with 
unclean hands; that it has put out a cereal product, described as 
an “entire wheat” product, milled after the plain fashion of the 
Old Grist Mill; whereas, it has removed from this product that 
part of the wheat which contains the medicinal properties; and 
yet, notwithstanding that removal, it makes medicinal claims for 
the product. 

The defendant relies upon the Syrup of Figs case, Worden v. 
California Fig Syrup Company, 187 U. S. 516, in which case the 
owners of a trade-mark were refused relief for the reason that 
their product was made up, not of syrup of figs, but principally 
of senna. The court held the misrepresentation of the nature or 
quality of a commodity offered for human consumption constitutes 
such unclean hands as will prevent the owner of the trade-mark 


from relief against an infringer. And the defendant says that 
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the plaintiff, in the case at bar, advertised whole wheat flour, when 

admittedly the bran part of the wheat had been sifted out; and 
that, therefore, the plaintiff's claim, made long ago on its bread 
wrappers, of certain healthful effect resulting from eating the 
bread, was unwarranted and deceptive. 

We find nothing in the record to show that the defendant was 
inaccurate in advertising its product as “entire wheat flour.’”’ The 
lexicographers say that “flour” is the finer particles of grain, 
after the “bran’’, or the “outer husk” or “broken coat of the seed”’ 
of grain has been sifted out; that flour is the “flower (the best) 
of meal’; that “for Graham flour the entire wheat kernel is used, 
and for entire wheat flour all but the coarser bran.” It seems clear 
that “flour” does not include any part of the skin or husk. We 
think that “entire wheat flour’ may be made from the whole seed 
of the wheat, but without the skin, or rough husk, of the seed. It 
appears that the plaintiff's flour was made from the seed of the 
wheat, including all but the coarsest part of the husk or bran; it 
differed from ordinary wheat flour from which the entire husk and 
“middlings” had been removed. We think the elimination of the 
coarser bran does not prevent the plaintiff's product from being 
“whole wheat flour” within the generally accepted use of the term; 
that the plaintiff was truthful in advertising its product as “whole 
wheat flour” or “entire wheat flour,’ in the common use of the 
English language. Such representations as are shown by the proofs 
will not bar the plaintiff from relief. Nelson v. Winchell & Co., 
203 Mass. 75, 84; Coca-Cola Co. v. Koke Company, 254 U. S. 148, 
145 [10 T. M. Rep. 441]. See also American Thermos Bottle 
Company v. Grant Company, 279 Fed. 151, 156, 158, a District 
Court case citing many authorities; affirmed, 282 Fed. 426 [12 
T. M. Rep. 460}. 

We cannot sustain the charge made by the defendant that the 
plaintiff has deceived the public, and comes into court with un- 
clean hands. 

6. The defendant has introduced evidence tending to show 
that others, in different parts of the United States, have used the 
picture of a grist mill. 
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The courts have held that this amounts to a statement that 
other persons have also imitated and infringed the plaintiff's trade- 
mark. Mr. Justice Storey said that this “rather aggravates than 
excuses the misconduct of the defendant, unless done with the con- 
sent and acquiescence of the plaintiff.’ Taylor v. Carpenter, 8 
Story, 458. (Fed. Cases No. 13,784.) Actiengesellschaft, etc., 
v. Amberg, 109 Fed. 151; Sarlehner v. Eisner, etc., Co., 179 U. S. 
19, 37, 39. 

We are of the opinion that the District Court was right in 
holding, upon the proofs, that the plaintiff has a valid trade-mark, 
and in making a decree that the defendant has infringed the rights 
of the plaintiff in and to that trade-mark, and in making its further 
decree that the defendant be enjoined from such infringement. 

The decree of the District Court is affirmed. The plaintiff- 


appellee recovers costs in this court. 


NatTionaL CommopitTies Co. v. VIRET ET AL. 
United States Circuit Court of Appeals, Second Circuit 
February 4, 192 


Trape-Marks AND Trape-NAMes—Unratr ComMpPetirioN—PRELIMIN ARY 

JUNCTION—WHuHEN GRANTED. 

The granting or denial of a motion for preliminary injunction rests 
largely in the discretion of the court; and to warrant such a step, the 
showing must be clear and convincing as to the propriety of such re- 
lief. 

Trape-Marks AnD Trape-NamMes—Uwnrairn Competition—“Patm 

Hair Ners—Dztssimirar Conrarners. 

Plaintiff's use of the trade-mark “Palm Beach” on a package con- 
taining hair nets made of human hair, held not to justify granting a 
preliminary injunction to restrain defendant from using the same 
mark on packages entirely different, containing silk hair nets of a dif- 
ferent style, it being a question as to whether the goods of the parties 
are so Similar as to be in competition with each other. 


In- 


BeacH” on 


Appeal from the District Court of the United States for the 
Southern District of New York. 


From an order granting a preliminary injunction restraining 
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defendants from using the words “Palm Beach’’ as a trade-mark 


for hair nets, defendants appeal. Order reversed. 


Plaintiff is a Delaware corporation, and defendants are citizens of 
France. Viret is the agent of Giguet, and conducts, for the latter, a place 
of business in New York City. Plaintiff filed its application for a trade- 
mark for sanitary human-hair nets on June 26, 1918. In this application 
it was stated that “the trade-mark has been continuously used in our busi- 
ness since September 1, 1916.” The trade-mark read “Palm Beach Hair 
Net Quality Superb,” and at one side was the figure of a young woman 
who was standing and wearing a striped dress. No claim was made to 
the words “Hair Net” or “Quality Superb.” This trade-mark was regis- 
tered December 16, 1919. 

In an application filed October 17, 1921, plaintiff stated: “The trade- 
mark has been continuously used in the business of said corporation, C. L. 
Sexton, C. L. Sexton Company, H. Reichlin & Co., and M. M. Sexton & Co., 
since on or about February 4, 1913.” The trade-mark in this application 
consisted of the same figure of a young woman and the words “Palm 
Beach.” This trade-mark was registered December 26, 1922. 

It appears from the record that defendants have continuously used the 
mark “Palm Beach” since 1915, there having been a substantial sale of its 
goods under this mark or brand, beginning May 15, 1915. These marks 
are printed on packages which inclose hair nets. The defendants’ package 
has the words “Palm Beach Silk Hair Net Best Quality made without 
elastic Extra Large Size made in France.” There is the figure of a young 
woman, who is seated and is in a bathing suit, and there is also a repre- 
sentation of an escutcheon. The hair nets sold by the respective parties are 
entirely different. Plaintiff's article is a human-hair, cap-shape, hair net. 
Defendants’ is a woven silk hair net of an entirely different style, known 
as a knotted end style, and there is evidence that these different kinds of 
hair nets, one of human hair and the other of silk, meet entirely different 
demands. The legends and pictorial representations on each package are 
so entirely different that there is no reasonable opportunity for confusion. 

Defendants sold their packages in substantial amounts after 1915, 
and for several years the parties seemed to be ignorant of the existence 
of an alleged competing business, until shortly before Viret brought a 
proceeding to cancel plaintiff’s registered trade-mark, dated December 16, 
1919. The application for such cancellation was made by Viret on April! 
18, 1921, and due procedure was had in the Patent Office. On September 
20, 1921, at Philadelphia, Pa., the depositions of various witnesses were 
taken on the single point of priority. The witnesses apparently were 
never seen by the Patent Office officials, and the depositions were taken in 
familiar form before a notary public. Upon the record thus made the 
Acting Examiner of Interference in the Patent Office held that the evidence 
submitted fully established “the adoption and use of the ‘Palm Beach’ 
mark on hair nets by Charles L. Sexton in 1913, but it amply proves the 
continued use of the mark by and the devolution of the business and 
good-will through the various firms and individuals hereinbefore set out. 
until it was taken over by the registrant. The registrant is accordingly 
held to have established a date of adoption and use as early as the year 
1913.” . 

This decision was affirmed by the Assistant Commissioner of Patents. 
With this decision as to priority in its favor, plaintiff began this suit on 











NATIONAL COMMODITIES CO. V. VIRET ET AL. 263 


April 16, 1923. It brought on a motion for preliminary injunction, and 
defendants moved for a preliminary injunction, and also moved under 
equity rule No. 29 to dismiss the complaint. Defendants filed affidavits of 
persons not witnesses in the Patent Office proceeding. The District Court 
filed an opinion and denied both motions. Thereafter plaintiff moved for 
and obtained a rehearing, and in its application dwelled upon the im- 
portance of Morgan v. Daniels, 153 U. S. 120, 14 Sup. Ct. 772, 38 L. Ed. 
657. The District Judge, without writing a further opinion, reversed his 
previous determination, and granted the order for preliminary injunction, 
the appeal from which is now here. 


Rogers, Kennedy & Campbell, of New York City (Donald 
Campbell, of New York City, of counsel), for appellants. 
Emery, Booth, Janney & Varney, of New York City (Joshua 


R. H. Potts and George B. Parkinson, both of Philadel- 
phia, Pa., of counsel), for appellee. 


Before Rogers, Manton, and Mayer, Circuit Judges. 


Mayer, Circuit Judge (after stating the facts as above): It 
is, of course, elementary that the granting or denial of a motion for 
preliminary injunction rests largely in the discretion of the court 
by which is meant the judicial discretion. It is also elementary 
that, to warrant the granting of a preliminary injunction, the show- 
ing must be clear and convincing as to the propriety of such relief. 

In commercial cases of the character of that at bar the failure 
to grant an application for an injunction, particularly when the trial 
of cases is not promptly reached because of delays in an overbur- 


dened court, may have the practical effect of a denial of justice, and 
permit an infringer to do grave injury before the rights of the 
parties are determined on final hearing. On the other hand, to 


grant a preliminary injunction, except in a clear and convincing 


case, may have the result of destroying a defendant’s business in 
the article of merchandise which is the subject of controversy, and 
a bond, no matter in what amount given, is frequently not a truly 
adequate security, because of the legal difficulties attending proof 
of damage, if it should appear that the preliminary injunction was 
improvidently issued. 

In the case at bar it is apparent that the District Judge held 
that there was no unfair competition between the parties, and there 
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could not possibly be confusion in respect of the appearance of the 
packages in which the goods were put out by each party. Plain- 
tiff’s case, therefore, rests wholly on such rights as it may have 
under its registered trade-mark. It will be noted that in its first 
registration it asserted its date as September 1, 1916. As the re- 
sult of the proceedings in the Patent Office, it was found that it was 
entitled to a date in 1918, which thus preceded the clearly estab- 
lished date of defendants, 7. e., 1915. 

We do not fail to give due weight to the decision of the Patent 
Office, and to this we referred in Curtiss Aeroplane & Motor Corp. 
et al. v. Janin et al., 278 Fed. 454, in a proceeding under another 
statute. In the case at bar, the Patent Office, however, had no greater 
opportunity of seeing the witnesses than had the District Court. The 
Patent Office decision was rendered upon a transcript of testimony 
taken before a notary public, and thus this decision, while entitled 
to weight and respect, does not carry the conviction which accom- 
panies a decision upon a question of fact, where the trier of the 
facts has seen and heard the witnesses. 

In the present record, there are several affidavits which were 
not before the Patent Office, and we think upon this record that the 
question of priority is a debatable question, which can only be satis- 
factorily solved when and if there shall be a trial of the issues in 
open court. We are also satisfied that there is at least a debatable 
question as to whether the human-hair net put out by plaintiff is 
really a competitor of the silk hair net put out by defendants. We 
also observe that the words “Palm Beach” have been registered as 
applicable to other kinds of merchandise. Pabst Brewing Co. v. 
Decatur Brewing Co. (C. C. A.) 284 Fed. 110 [18 T. M. Rep. 1], 
commented upon in Anheuser-Busch, Inc. v. Budweiser Malt 
Products Corporation (C. C. A.) 295 Fed. 306, 2nd Circuit, No- 
vember 5, 1923. 

Finally, in view of the form in which the two packages are 
printed, there is also a question as to whether or not, in the circum- 
stances disclosed in the record, the use of the words, “Palm Beach” 
by defendants in an entirely different appearing wrapper or pack- 


age constitutes infringement. We express no opinion in regard to 
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the several matters supra, to which we thus call attention. Our 
purpose in referring to them is to point out that the various con- 
troverted questions between the parties are too debatable to have 
warranted the granting of a motion for preliminary injunction, and 
that plaintiff has not made out a case so clear and convincing as to 
justify the granting of so drastic a remedy in advance of final hear- 
ing. 
Order reversed, with costs. 





Haver Baxine Co. v. Warp Bakine Co. 
United States Circuit Court of Appeals for the Third Circuit 
February 7, 1924 


['rape-Marks AND Trape-Names—Unrair Competirion—“ViIM” anv “Virto- 
vim” For Breap—Lack or Conrusinc RESEMBLANCE. 
A company with registered trade-mark “Vitovim” did not infringe 
“Vim”, the registered trade-mark of another company, and there was 
no unfair competition where such trade-marks were both applied to 
bread of the whole wheat variety, which were in fact different kinds 
of bread, of different color, size, and shape, the coloring of the outside 
wrappings being so dissimilar that persons of low intelligence could 
instantly observe the difference in the appearance, and different methods 
of distribution being used. 


In equity. Appeal from the District Court of the United 


States for the Western District of Pennsylvania in a case of alleged 


unfair competition. 
Decree for defendant [14 T. M. Rep. 87], and plaintiff ap- 
peals. Affirmed. 


Charles M. Clarke, Clarke & Doolittle, and William H. Parme- 
lee, all of Pittsburgh, Pa., for appellant 

W. B. Morton, of New York City, and R. 7. M. McCready, of 
Pittsburgh, Pa., for appellee. 


Before Woottey and Davis, Circuit Judges, and Lyncu, Dis- 
trict Judge. 
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Lyncu, District Judge: The Haller Baking Company, plain- 
tiff below, has appealed from a decree of the District Court holding 
that the defendant has not infringed the trade-mark of the plain- 
tiff or unfairly competed with it in trade. Both corporations manu- 
facture and sell whole wheat bread. One calls its product “Vim”, 
and the other calls it ‘““Vitovim’”’. 

The plaintiff, on September 4, 1917, registered in the United 
States Patent Office the word “Vim” as a trade-mark for bread, and 
thereafter continuously used that word on a wrapper covering single 
loaves of whole wheat bread, which it disposed of by its own de- 
livery system directly to consumers residing in and adjacent to the 
city of Pittsburgh, Pa. 

The defendant applied for and on January 9, 1923, secured 
registration of the word “Vitovim” as a trade-mark for whole wheat 
bread, which it thereafter used thereon. The defendant, a very 
large corporation, having about 20 bakeries in different cities in the 
eastern part of the country, disposed of its products (including 
“Vitovim’’) to dealers, who in turn sold to the consumer. 

Was there infringement or unfair competition? As to the 
products we find, first, that the component parts of the two breads 
were vastly different. They were in fact different kinds of bread. 
although they were both of the whole wheat variety. Next, we 
find that they were of different color. Thirdly, it appears that 
the loaves were considerably different in size and shape; and the 
coloring of the outside wrappings (each loaf was separately wrap- 
ped) was vastly dissimilar. A person of very low intelligence 
could instantly observe the difference in the appearance of the two 
articles. 

The case of Fairbanks Co. v. Ogden Co. (D. C.) 220 Fed. 
1002 [5 T. M. Rep. 167], cited by the appellant, therefore, is not 
applicable, because not only was there in that case great similarity 
between the words “‘Cottolene” and “Chefolene’’, but they were used 
on the same kind of product and there was actual competition there 
in the market. 

In the case of Lorillard Co. v. Peper, 86 Fed. 956, 80 C. C. A. 
496 (C. C. A. Eighth Circuit), the words “Tuberose” and “True 
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Smoke” were used by competing companies on tobacco packages. 


Judge Brewer, discussing the similarities of the names and the 
labels, said: 


“Summing it all up, while there are certain minor points of resemblance 
which have been forcibly urged upon our attention by the counsel for plain- 
tiff, yet, looking at the two packages with labels—taking the tout 
ensemble—it appears to us clear that they are so essentially different that 
no one of ordinary intelligence, desiring to buy the one kind of tobacco, 
would be misled into buying a package of the other.” 


It may be that there is a minor point of resemblance, due to the 
use of the words “Vim” and “‘Vitovim”; but certainly there is noth- 
ing more than that in the situation presented to us. So we are 
unable to find from the facts that there was any unfair competi- 
tion. It is a question whether there was ever any competition at 
all. There was such a difference in the ingredients of the articles, 
the color of them, the wrapping and marking of them, and the 
different method of disposing of them to the trade, that we have no 
hesitancy in agreeing with the conclusions of Judge Gibson, 293 
Fed. 800 [14 T. M. Rep. 87]. 

The decree dismissing the bill is affirmed. 


GENERAL BakinG Co. v. GorMAN 
(295 Fed. Rep. 168) 


United States District Court, District of Rhode Island 
January 19, 1924 


l'rape-Marks—Unrair Competition—“Liserty Bonn” ror Brean. 

The words “Liberty Bond”, accompanied by a picture of the 
Statue of Liberty, used as a trade-mark for bread are not so similar 
to the word “Bond” for bread as to constitute an infringement. 

Ceape-Marxks and Trape-Names—Limitration oF Terrirory—Esropret. 

Estoppel to assert a legal right must arise from some inequitable 
or misleading conduct. A mere failure to extend trade does not estop 
one from any right which he has acquired in the trade in the territory, 
where the trade-mark means his goods. 

‘Trape-Marks AND ‘Trape-Names—Part or Marxk—Wuar Cownstirvres 

Honest Rienrt. 

Although a part of a trade-mark may be so significant or con- 
spicuous as to make it a dominant feature, imitation of which, ‘is in 
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fact, an imitation of the entire mark, the finding of a similar word 
in two trade-marks does not establish the fact that this is a dominant 
feature. 


In equity. Suit for infringement of trade-mark. Bill dis- 
missed. 


Duell, Warfield § Duell, of New York City, and William H. 
Thornley, of Providence, R. I., for plaintiff. 


Fitzgerald & Higgins, of Providence, R. I., for defendant. 





Brown, District Judge: The General Baking Company 
charges that the defendant, James H. Gorman, by the use of the 
trade-mark “Liberty Bond” for bread sold by him in the cities of 
Pawtucket and Central Falls in the state of Rhode Island, infringes 
the trade-mark rights of the plaintiff, General Baking Company, in 
the trade-mark “Bond”. 

The word “Bond” as a name for bread was first used by the 
plaintiff about July 10, 1915, in the city of Rochester, N. Y. 

April 18, 1916, the plaintiff registered in the United States 
Patent Office the trade-mark ‘“‘Bond”’. 

The plaintiff, General Baking Company, owned and operated 
24 baking plants in 18 cities, including Rochester, N. Y., and Provi- 
dence, R. I., and, prior to any use by defendant of the name 
“Liberty Bond’, had used the name “Bond” in Rochester since 


July 10, 1915; in Buffalo, N. Y., since October 18, 1916; and in 























three plants in Philadelphia since May 16, 1917. 
March 17, 1917, plaintiff's executive committee adopted a 
resolution: 


“That the name ‘Bond Bread’ be adopted by the company, and that 
the name be put on in each and all of the plants as soon as expedient.” 


Though the plaintiff since July, 1915 was operating a baking 
plant in the city of Providence, it did not until March, 1921 use 
that name in Providence or in Rhode Island, but marketed its bread 
under other names. 

The defendant began to use the name “Liberty Bond’’ on 


August 10, 1917, in a local business in the cities of Pawtucket and 
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Central Falls, and has done no interstate business in connection 
with that name. 

This was about 314 years before the plaintiff began to use the 
name “Bond” in Rhode Island. The defendant’s first knowledge 
of plaintiff's claim was in January, 1921, when he received plain- 
tiff’s letter notifying him of plaintiff's claim to trade-mark rights 
in the name “Bond” for bread. 

It is a novel and peculiar feature of the case that the plaintiff 
did not use its trade-mark “Bond” in Providence as a name asso- 
ciated with an old product, but first announced the name in Provi- 
dence as one that it proposed to use as the name of a new product 
which it should make after a prize contest among the women of 
Rhode Island in baking bread. 

In advertisements in the Providence Evening Bulletin of 
March 7, 1921, it was announced that after a prize contest— 


“The prize-winning loaves will be taken as a model from which the 
General Baking Company will produce Bond Bread. This Bond Bread 
will be offered to the public after the expert bakers analyze the loaves the 
prize winners submit and copy these ingredients and qualities as modern 
baking science readily can. 

“These prize-winning loaves will be taken as ideals; which the General 
Baking Company will copy and incorporate in a new loaf of bread to be 
called Bond Bread.” 


In an advertisement in the Providence Evening News of 


March 17, 1921, was announced the result of the contest, stating 


the selection by experts of 121 prize-winning loaves; that the bak- 
ing experts of the company took these loaves, examined and 
analyzed them, experimented for many hours, and— 


“At last (last Tuesday) Rhode Island received the new Bond Bread, 
which these housewives had earned for their neighbors, and every day more 
and more Rhode ‘Island people are adopting the ‘child’ of these public- 
spirited women who submitted their home-made loaves.” 

The full text of plaintiff's advertisements is appended. 

There is also evidence as to a similar advertising campaign in 
other cities. 

The defendant contends that the purpose of the plaintiff is 
plain—to create a local good-will as distinguished from a foreign 
good-will for its bread. 
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If the plaintiff at any time extended to Rhode Island a trade 
associated with its trade-mark “Bond”, it did not do so until 3% 
years after the defendant had adopted and used in its local trade 
in Pawtucket and Central Falls the trade-mark “Liberty Bond.” 

At the conclusion of the oral testimony at final hearing, in 
cluding the testimony of the designer of the defendant’s wrapper, 
and the defendant, I found that the defendant adopted and used 
the words “Liberty Bond” without knowledge of the plaintiff's use 
of the mark “Bond”, and in good faith and without intention to 
imitate or profit in any way from any trade reputation of the plain- 
tiff, or to injure or forestall the extension of plaintiff's trade. 

From the fact that in January, 1921, the plaintiff by letter 
notified defendant of its claim of right, it is evident that the plain- 
tiff, when it instituted in Rhode Island its advertising campaign, 
had knowledge that the defendant Gorman was adready using the 
term “Liberty Bond.” 

I am of the opinion that there is not in fact any deceptive 
similarity between the labels of plaintiff and defendant, and that 
the possibility of confusion is slight. The words “Liberty Bond’ 
are not suggestive of the General Baking Company or of any war 
ranty by that company. 

In the advertisement of March 7, 1921, it is said: 

“This will be called Bond Bread because it will be guaranteed by the 
Bond of the General Baking Company, to possess the same pure ‘home’ in- 
gredients—the same home-made taste—the same crust and the same texture 
as the best home-made loaves which your committee of well-known Rhode 
Island women judges will choose.” 

The copy of the so-called bond appears in the appendix. 

The plaintiff desires that the word “Bond” shall mean the 
General Baking Company, but such significance could hardly be 
attached by any one to the term “Liberty Bond”, especially when 
associated, as in defendant’s label, with a conspicuous drawing of 
the Statue of Liberty and a conspicuous statement, “Made by Gor- 
man’s Bakery, 679 Dexter St., Central Falls, R. I.” It may be 
said that the dominant feature of defendant’s label is the word 
“Liberty”, associated with the Statue of Liberty. 


To the defendant’s contention that Gorman was first in Rhode 
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Island to associate with a trade in bread the word “Bond” and had 
icquired a right dating back more than three years before the plain- 
tiff’s use, the plaintiff says that “there is no way in which the 
plaintiff's trade-mark rights could have been territorially limited 
except by estoppel,” and relies upon certain expressions in Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 424, 36 Sup. Ct. 357, 60 
L. Ed. 713; United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90, 39 Sup. Ct. 48, 68 L. Ed. 141. 

This contention, however, is unsound. It assumes that gen- 
eral rights are created by the mere adoption of a trade-mark in a 
local trade, and that this right can be asserted in territory to which 


the trade has never been extended unless by his conduct the pro- 


prietor has estopped himself against a defendant who has expended 
money in building up a business in reliance upon the failure of the 
plaintiff to enter his field. 

In the present case, as in United Drug Co. v. Rectanus, the 


use of the trade-mark had been confined to a limited territory. In 


another associated with the trade-mark, and therefore no reliance 
upon any representation by the first user. 

In a territory to which the trade had not been extended, an 
innocent party in good faith, and without notice of any prior use, 
selected a mark and built up a local trade. There was no knowl- 
edge of a prior trade-mark. 

Estoppel to assert a legal right must arise from some inequit- 
able or misleading conduct. A mere failure to extend trade does 
not estop one from any right which he has acquired in the trade in 
the territory where the trade-mark means his goods. 

The decisions cited relate to the question of acquiring rights 
in a trade-mark, and hold specifically that the question of priority 
of appropriation of a trade-mark may be legally insignificant in a 
case like the present. The question is whether the prior appro- 
priator of the mark had acquired any rights in the territory of the 


later user. 


“There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed.” 
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See Ammon & Person v. Narragansett Dairy Co., Ltd. (C. C. 
A.) 262 Fed. 886, and citations therein from United Drug Co. v 
Rectanus, 248 U. S. 90, 89 Sup. Ct. 48, 638 L. Ed. 141. 

It is erroneous, therefore, to infer that the decisions of the 
Supreme Court rest upon principles of estoppel. While it is true 
that in United Drug Co. v. Rectanus Co., 248 U. S. at page 103, 
39 Sup. Ct. at page 53 (63 L. Ed. 141), it is said “petitioner is 
estopped to set up their continued use of the mark in that territory 
as an infringement of the Regis trade-mark,” it is manifest that the 
Supreme Court did not hold that the petitioner had acquired any 
rights which he was estopped to assert, but that the trade-mark 
gave no right to protection in advance of the extension of the trade. 


“But where two parties independently are employing the same mark 
upon goods of the same class, but in separate markets wholly remote the 
one from the other, the question of prior appropriation is legally insig- 
nificant, unless at least it appear that the second adopter has selected the 
mark with some design inimical to the interests of the first user, such as 
to take the benefit of the reputation of his goods, to forestall the extension 
of his trade, or the like.” 


While this paragraph seems to recognize that a proprietor of 
a trade-mark is not without a right to protection against intentional 
interference with the natural expansion of his trade and to protec- 
tion against trade imitation in an attempt by others to profit by the 
reputation of what he has originated, this record presents no ques- 
tion of that character. 


“The commercial impression of a trade-mark is derived from it as a 
whole not from its elements separated and considered in detail.” Beck- 
with v. Commissioner of Patents, 252 U. S. 538, 40 Sup. Ct. 414, 64 L. Ed. 
705. 


It is true that a part of a trade-mark may become so significant 


or conspicuous as to make it a “dominant feature,” imitation of 
which is in effect imitation of the entire mark, or of its trade-name 
or nick-name. 

“Queen” and “Queen of the West,” Ammon & Person v. 
Narragansett Dairy Co. (D. C.) 252 Fed. 276; Id. (C. C. A.) 262 
Fed. 880 [9 T. M. Rep. 96]; Gordon’s Dry Gin Co. v. Eddy & 
Fisher Co. (D. C.) 246 Fed. 954 [8 T. M. Rep. 68]. 
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A finding of a similar word in two trade-marks, however, does 
not establish the fact that this is a “dominant feature.” 

When Gorman and his label designer chose for bread the name 
‘Liberty Bond”, they employed one of the most familiar and best 
advertised terms; a term associated with appeals to patriotism and 
with patriotic sentiment. They emphasized this sentiment by the 
picture of the Statue of Liberty enlightening the world. They 
then joined this term with the word bread, “Liberty Bond Bread”, 
with the same rhetorical sense that formerly had led to the name 
“Washington Pie.” 

To a public so familiar as the citizens of Pawtucket and Central 
Falls with the patriotic sentiments already attached to the words 
‘Liberty Bond”, and so entirely uneducated as to the advertising 
intentions of the General Baking Company, Mr. Gorman appealed 
by his bread wrapper, associating this familiar name with his bread 
aS an appropriate designation for what he described as: 

“The best bread made, made clean, baked clean, sold clean. Made by 
Gorman’s Bakery, 679 Dexter St., Central Falls, R. I.” 

An analysis which disregards all of this except only the word 
‘Bond’, in order to find a resemblance between the plaintiff's trade- 
mark and the defendant’s, seems a fallacious method of comparison, 
which does not result in the establishment of the word “Bond” as 
the dominant feature of defendant’s trade-name. 

Unlike the plaintiff, Gorman does not even suggest that he 
offers his own bond as a warranty of the quality of his product. 

Assuming that the plaintiff had in some localities associated 
the word “Bond” with the General Baking Company and with the 
machine engraved green border of its so-called bond, and with 
bread made in other cities, it is apparent that no such meaning had 
been created in the minds of the citizens of Rhode Island when Mr. 
Gorman chose his trade-name. 

The bread made at the Providence plant of the General Bak- 
ing Company, prior to its advertising of the new bread, was given 
other names. 


The plaintiff, who began in this territory, 34% years after- 


wards, to create a reputation for a new bread and to give a new 
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and local significance to the word “‘bond”, has in my opinion shown 
no legal or equitable right upon which his bill can be sustained. 
The bill will be dismissed. 





FRANKLIN KwnitrinG Miuus, Inc. v. FasH1ioNKNItT SWEATER 
Mixus, Ince. 


(297 Fed. Rep. 247) 


United States District Court, Southern District, New York 





December 22, 1923 








Trape-Marks anv Trape-Names—‘FasHIONKNIT”’ 
not Vatip Trape-Marx. 
The word “Fashionknit,” as applied to knitted articles of clothing, 
held descriptive, and not a valid trade-mark, as it can only mean “knit 
in fashion” or “fashionably knit.” 
Trapr-Marks AND TrapE-Names—Vatipitry or MarK—WHEN LACKING. 


The validity of a trade-mark ends where suggestion ends and 
description begins. 


FoR KNITTED 





ARTICLES 


In equity. Action for trade-mark infringement. Decree for 
defendant. 






Hearing upon a bill in equity to enjoin the infringement of two regis- 
tered trade-marks. The parties are both citizens of New York, so that the 
case depends wholly upon the marks, both of which are for the word 
“Fashionknit,’ used in one case upon neckties, and in another generally 
upon knitted cloths or fabric. The plaintiff has used it upon many knitted 
articles of clothing, including sweaters of the higher quality. The defend- 
ant is a jobber of a cheaper grade of sweaters, which it has in the past 
sold under the name “Fashionknit.” It still uses the name in its business. 


















Edward M. Evarts, of New York City, for plaintiff. 
William E. Warland, of New York City, for defendant. 







L.eaRNED Hanp, District Judge: If I had any latitude in this 
case, I should enjoin the defendant. The infringement is obvious 
enough, and its honesty more than dubious. Probably the plain 
tiff could establish—indeed, perhaps, it has even now established- 

a secondary user, which in a suit at common law would be ample 
enough to protect it. But unhappily I have no choice but to dis- 


pose of this bill upon principles of trade-mark stricti juris, since. if 
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the trade-marks are not valid, there is no further jurisdiction. And 
so the case comes down merely to the validity of the trade-mark as 
such, especially whether they are descriptive, or denote quality or 
character. 

I have always been at a loss to know why so many marks are 
adopted which have an aura, or more, of description about them. 
With the whole field of possible coinage before them, it is strange 
that merchants insist upon adopting marks that are so nearly de- 
scriptive. Probably they wish to interject into the name of their 
goods some intimation of excellence, and are willing to incur the 
risk. In the case at bar the plaintiff, in my judgment, has gone 
beyond the line, and has chosen a mark which, if not of description, 
at least designates quality or character. 

The word “Fashionknit”, being made up of two words of com- 
mon use, necessarily carries over into their conjunction the mean- 
ings of each. Two such words might indeed be so incompatible 
that their juxtaposition would make nonsense, as, for example, 
‘“Hardsoft” or “Illwell”; but, if they are not, the resulting syllables 
will generally carry a very perceptible significance. Here the ele- 
ments chosen seem to me to fit into what, it is true, is an awkward, 
but is yet altogether a comprehensible, word. As applied to neck- 
ties, ‘“Fashionknit” certainly means “knit in fashion’ or fashion- 
ably knit”; it can mean nothing else, and the mind naturally at- 
tributes some meaning to the combination of such usual words. 


Whether the plaintiff's ties are in fact knit in fashion is irrelevant; 


at least they assert it. As applied to sweaters, the same thing is 


true. It may be true, though I profess no expertness in the matter, 
that the possible variations in knitting sweaters are not wide. That 
makes no difference; the word, when used of knitted goods, is equi- 
valent to ““Fashionmade’”’, which is certainly descriptive, and only 
such. I have not the least doubt that it produces the effect in- 
tended; that the plaintiff expected its customers vaguely to under- 
stand that its clothes were knitted as fashionable clothes should be 
knitted. 

It is quite impossible to get any rule out of the cases beyond 


this: That the validity of the mark ends where suggestion ends 
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and description begins. The nearest case is perhaps Judge Hough's 
decision on “‘Porosknit”, Chalmers Knitting Co. v. Columbia, etc., 
Co. (C. C.) 160 Fed. 1013, though that mark was more clearly de 
scriptive. It seems hardly of value to do more than enumerate the 
nearest cases. Thus the following were held descriptive: 

“Flare Front’, Rushmore v. Manhattan Co. (C. C. A. 2) 163 
Fed. 939, 90 C. C. A. 299, 19 L. R. A. (N. S.) 269. 

“Keepclean”, Florence Mfg. Co. v. Dowd Co. (C. C. A. 2) 178 
Fed. Rep. 78, 101 C. C. A. 565 [1 T. M. Rep. 289]. 

“Holeproof”, Holeproof Hosiery Co. v. Wallach Bros. (C. 
C. A. 2) 172 Fed. 859, 97 C. C. A. 268 [2 T. M. Rep. 153]. The 
word was indeed protected, but only by virtue of its secondary mean 
ing. 

“Bestyette”, N. Y. Mackintosh Co. v. Flam (D. C.) 198 Fed. 
571 [2 T. M. Rep. 324]. Here Holt, J., supported the mark because 
it had been used 10 years before the statute went into effect. It is 
true that he said obiter that it was independently registrable; but 
that, with all deference, seems to me an inadvertence. 

“Dridip’”’, Ungles-Hoggette Mfg. Co. v. Farmers’ Hog & Cattle 
Co., 232 Fed. 116, 146 C. C. A. 308 [6 T. M. Rep. 300}. 

“Rubberset’’, Rubber, etc., Co. v. Devoe (D. C.) 283 Fed. 150 
(6 T. M. Rep. 367]. 

“Stabrite’, In re Charles R. Long, Jr., 280 Fed. 975, 51 App. 
D. C. 899 [12 T. M. Rep. 176]. 

“Dyanshine”’, Barton v. Rex Oil Co. (D. C.) 288 Fed. 878 
[13 T. M. Rep. 156]. 

“Ruberoid”, Standard Paint Co. v. Trinidad Asphalt Co., 220 
U.S. 446, 31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 110]. 

“Textul’, In re Swan & Finch Co., 259 Fed. 990, 49 App. 
D. C. 94 [9 T. M. Rep. 397}. 

“Slo Flo’, In re Swan & Finch Co., 259 Fed. 991, 49 App. 
D. C. 95 [9 T. M. Rep. 398]. 

“Thermogene”, Thermogene Co. v. Thermozine Co. (C. C. A. 
2) 234 Fed. 69, 148 C. C. A. 85 [5 T. M. Rep. 147]. 

‘Wearever’, Aluminum, etc., Co. v. National, etc., Co. (D. C.) 
226 Fed. 815 [6 T. M. Rep. 42]. 


This mark Hazel, J., sustained 
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on the ground of secondary user. It does not appear that he 
thought it necessary that the secondary user should exist for 10 
years before 1905. If not, it seems to me that the decision can 
hardly be supported. At any rate, he considered the word descrip- 
tive, as certainly it was, and would have refused to sustain it with- 
out the user. 

Confined as I am in the case at bar, there seems to me no way 
to escape a decree for the defendant. I have somewhat less com- 
punction than I should otherwise have from knowing that the plain- 
tiff can probably obtain complete relief in another tribunal. Hav- 
ing chosen a descriptive mark, the statute does not protect him, but 
on all the facts I decline to award any costs. 

Decree for defendant, without costs. 


TrimBLeE v. Woopstrock Mere. Co., Inc. 
(297 Fed. Rep. 524) 


United States District Court, Western District, New York 
June 23, 1924 


CrapE-Marks—INFrinGeEMENT—“Kumry-Kais” anp “Kippie-Koop” ror In- 

FANTS’ Criss. 

The use by the defendant of the word “Kumfy-Krib” as a trade- 
mark for infants’ cribs, was an infringement upon the word “Kiddie- 
Koop,” adopted with priority by the plaintiff. 

Trape-Marks AND Unrar CompetitTion—SimvuLatTinGc Competitor’s Ap- 

VERTISING—INJUNCTION. 

Defendant was enjoined, in the case of issue, from using in its 
advertising a border of animals and figures around a picture of a 
crib, in simulation of plaintiff’s advertisements of a similar crib. 


In equity. Decree dismissing bill in part, and granting plain- 
tiff relief as to other part. 


Davis & Simms, of Rochester, N. Y., for plaintiff. 

Frederick F. Church, of Rochester, N. Y., for defendant. 

Hazev, District Judge: Infringement of two patents’ and in- 
fringement of a trade-mark are involved herein. 


* Note:—That portion of the opinion relating to the patents is here 
omitted.—Eb. 
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The bill also alleges infringement of trade-mark arising from 
the employment by plaintiff of the brothers Kennedy, who, without 
plaintiff's knowledge, made asserted improvements in the structure 
“Kiddie-Koop”, and in September, 1917, after obtaining letters 
patent for an improvement, left their employ and began business 
on their own account. They named their crib “Kumfy-Krib”. 
Later on they sold their patent and business to the defendant com 
pany, which before this time had been manufacturing “Kiddie 
Koop” cribs at its mill for the plaintiff. Plaintiff severed his deal- 
ings with defendant upon deciding to make his own cribs. In the 
sale of its structure. defendant continues to use the name “‘“Kumfy- 
Krib’”’, given it by the Kennedys, which designation, in my opinion, 
is an imitation of plaintiff's arbitrary and fanciful designation, 
registered as a trade-mark on December 22, 1914. See “Uneeda’’ 
and “Iwanta” Biscuit Case (National Biscuit Co. v. Baker) 95 
Fed. 135. 

Plaintiff's advertisements in the periodical Good Housekeeping 
of his trade-mark, with its border of animals and figures around a 
print or picture of the crib, were, as the evidence shows, afterwards 
simulated by defendant in the same publication in also having 
around its trade-mark “Kumfy-Krib” a print or picture of its crib 
or bassinet and a border of animals and figures surrounding it. Its 
designation and method of advertising was a plain appropriation 
of the prior trade-mark “Kiddie-Koop”, and was adapted with the 
intent and purpose of palming off its cribs upon the buying public 
for plaintiff's. It makes no difference that no deception, con- 
fusion, or loss of business to plaintiff was proven. It is enough that 
a valid trade-mark has been clearly infringed, and that the publica- 
tion of defendant’s simulated designation, with similar border sur- 
rounding it, was designed to unfairly compete. 

It is unnecessary to show actual damages before the issuance 
of an injunction in such a case as this. Gannert v. Rupert, 127 
Fed. 962, 62 C. C. A. 594. It follows that a decree may be entered 
dismissing the bill, alleging infringement of the Trimble and Gan- 
non patents in suit, for lack of invention, and in favor of the plain- 
tiff for infringement of his trade-mark in unfair competition, but 
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without accounting, and an injunction may issue enjoining the de- 
fendant company from using the trade-mark ‘“Kumfy-Krib” and 
methods of advertising the same, and also against similar colorable 
simulations of plaintiff's trade-mark, without costs to either party. 


MitwavukeEre CorrvuGatinG Co. v. FLaGGE er AL. 
(198 N. W. Rep. 394) 


Supreme Court of Wisconsin 
April 8, 1924 


‘Trane-Marxs AND Trave-Names—Unram Comperirion—“Norcor” anp 

“Miicor”—Lack or Evipence or DaMmace. 

Where defendant adopted the trade-name “Norcor” in imitation 
of plaintiff's trade-mark “Milcor”, but no damage was shown to have 
resulted from such use, there was no foundation for equitable relief. 

Unrair Competirion—Use or Curs anp ApvertisInc Marrer. 

The copying and use by the defendant of advertising methods, 
catalogues, and cuts used by the plaintiff in its business, was rightly 
enjoined as unfair competition. 


In equity. Action to restrain unfair competition. Judgment 


for plaintiff, and defendants last named appeal. Affirmed in part. 


reversed in part, and remanded. 


This is an action to recover damages; to restrain defendants 
Krueger and Northern Corrugating Company from carrying out an 
alleged conspiracy with defendants Flagge and Smith; to restrain 
defendants from building certain machines useful in plaintiff's in- 
dustry; to compel the assignment of certain patents; and for an 
accounting of profits realized on the use and sale of certain 
machines.’ 

There are two features of the case not in any way connected 
with the contract between plaintiff and Flagge. The court found 
that the defendant company had adopted the trade-name ‘“Norcor”’ 
in imitation of the trade-name “Milcor’’, which had been long used 


‘ Notr:—Only that portion of the decision relating to trade-marks and 
unfair competition is here printed.—Ep. 
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by the plaintiff, and that the defendant should be enjoined and re 
strained from using such trade-name. 

There is no very close resemblance between the two names, 
and there may be some doubt whether the plaintiff would be en- 
titled to enjoin the use of the name, even if other essential facts 
were proven, but we base our decision on the fact that the plaintiff 
proved no injury to its business by the adoption by defendant com 
pany of such trade-name. 

In order to entitle plaintiff to relief in actions of this kind it 
is necessary to prove that the plaintiff has suffered some injury. 
In this respect the testimony entirely fails. The only proof of any 
injury to the plaintiff or that any one was deceived by the use of 
the trade-name, or that defendant palmed off its goods as those of 
the plaintiff, was that on two or three occasions letters written to the 
defendant came to the plaintiff in envelopes addressed to the Mil- 
waukee Corrugating Company, and we do not think that a founda- 
tion was laid for equitable relief. 26 Ruling Case Law, 877; 38 
Cyc. 760; Stumpf v. Espenhain D. G. Co., 161 Wis. 582, 155 
N. W. 120; C. A. Briggs Co. v. National Wafer Co., 215 Mass. 
100, 102 N. E. 87, Ann. Cas. 1914C, 926; Munn & Co. v. Ameri 
can Co., 83 N. J. Eq. 309, 91 Atl. 87, L. R. A. 1916D, 116. 

The court also found that the defendant company had used 
advertising methods in violation of the rights of the plaintiff, and 
that it should be enjoined from circulating catalogues imitating the 
cuts and advertising matter of the plaintiff. There was testimony 
that the defendant Smith, while associated with the defendant com- 
pany, did appropriate advertising matter and cuts which had been 
used by the plaintiff, and that some of them were used by the de- 
fendant company. This testimony was not disputed, and the find- 
ing of the trial court is sustained. 

So much of the judgment as enjoins the defendants Krueger 
and the Northern Corrugating Company from making use of or 
copying advertising matter issued by the plaintiff is affirmed; those 
portions of the judgment denying relief to plaintiff on its motion 
for review and denying the relief asked by appellants in their cross- 


complaint are also affirmed. Otherwise the judgment is reversed. 





CALIFORNIA PACKING CORPORATION V, G. P. HALFERTY 281 


The judgment is affirmed in part, reversed in part, and the 
cause is remanded for further proceedings in accordance with this 
opinion. Appellants are to recover costs. 


DoeERFLER, J., dissents. 





CALIFORNIA PackING Corporation v. G. P. HALFerty 
Court of Appeals of the District of Columbia 
January 7, 1924 


TrapE-Marks—CaNnnep Fruir ann Cannep Satmon—Goops oF Same De- 
SCRIPTIVE PROPERTIES. 

Canned fruit and canned vegetables are of the same descriptive 
properties as canned salmon. 

Trape-Marxks—“Gotp Banp” anv “Sitver Banv” CoNnFrusINGLy SIMILAR TO 

“Gotp Bar” anv “Striver Bar.” 

The words “Gold Band” displayed on a band of gold and the 
words “Silver Band” shown upon a silver band, are descriptively 
similar to the words “Gold Bar” displayed on a gold band, and the 
words “Silver Bar” appearing on a silver band, used respectively on 
canned fruits and canned salmon. 


(Three Cases, Nos. 1609, 1610, and 1611.) 


Before, Smyru, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 
Appeals. 

Joint appeals in three opposition cases. Affirmed as to No. 
1611; reversed as to Nos. 1609 and 1610. (For Commissioner's 


decision see p. 290, post.) 


Archibald Cox, of New York City, and W. G. Henderson, of 
Washington, D. C., for appellant. 
Arthur E. Wallace, of Chicago, Ill., for appellee. 


Smytu, C. J.: These are opposition proceedings, in each of 
which Halferty applied for the registration of a trade-mark to be 


used on canned salmon. The mark in No. 1609 consisted of the 


words “Gold Band” and a band of gold extending from one end to 
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the other of the label; in No. 1610, of the words “Silver Band’ 
and a silver band extending like the gold band; and in No. 1611, 
of the words “White Band” and a band of white of the same length 
as the other bands. Applicant commenced the use of his brands 
about June, 1921. Opposer bases its contention on two registered 
marks, one consisting of the words “Gold Bar’, the background of 
which is a gold bar or band, and the other of the words “Silver 
Bar’, the background of which is a silver band. Each was applied 
by it to canned fruits for many years before the applicant came into 
the field, but neither was used on canned salmon until after the 
applicant had adopted his mark. The latter is, therefore, prior in 
point of time as to that use. 

Two questions are presented for decision: (1) whether canned 
salmon and canned fruits have the same descriptive properties 
within the meaning of the Trade-Mark Act, and (2) if they have. 
whether or not the marks are so similar as to be likely to produce 
confusion in the mind of purchasers. The Examiner of Interfer 
ences held that they were not similar and dismissed the opposition. 
The dismissal was upheld by the Assistant Comm‘cssioner, who ruled 
that the silver and gold bars of the opposer were readily distin 
guishable from the marks of the applicant. 

We think the goods belong to the same class and have the 
same descriptive properties. Both are known as canned goods. 
We held in California Packing Corporation v. Price-Booker Mfg. 
Co., 285 Fed. 993 [13 T. M. Rep. 62], that canned fruits and 
canned pickles were goods of the same class. The reasons given 
for doing so support our conclusions here. In the second circuit 
it was decided by the Circuit Court of Appeals that pancake flour 
and pancake syrup had the same descriptive properties. In doing 
so it observed that syrup and flour are both food products, and food 
products commonly used together. Obviously, the public, or a large 
part of it, seeing the trade-mark in question on a syrup would con 
clude that it was made by the complainant, although they might 
not do so if it were used on flatirons. Aunt Jemima Mills Co. v. 
Rigney & Co., 247 Fed. 407 [8 T. M. Rep. 163]. We may say the 


same here with respect to the goods of the contending parties. 
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They are related to each other, both being food products, and are 
not only commonly used together, but are commonly sold in the 
same kind of stores. 

Concerning the alleged similarity of the marks, it seems to us 
that the goods would be known by the printed words in the mark 
attached to them, as, for instance, a package of salmon bearing the 
mark ‘““White Band” would be known as White Band salmon, and 
that bearing the “Gold Bar’ as Gold Bar salmon. It is not be- 
lieved that any confusion would follow from the use of the White 
Band, and the Gold Bar or Silver Bar marks. But in our judg- 
ment it is otherwise in the case of the Gold Band and Silver Band 
marks of the appellant and the Gold Bar and Silver Bar marks of 
the opposer. “Gold Bar” and “Gold Band” look and sound a 
good deal alike. So do “Silver Bar” and “Silver Band’. It 
would be easy to mistake the one name for the other. While the 
bands used by the opposer are wider on its specimens than are 
those on the specimens of the applicant, there is nothing in either 
case which specifically limits the size of the band or bar. Of 
course, if a prospective purchaser could see the marks of both 
parties together, he would have no difficulty in distinguishing the 
one from the other, but that is not the test, because he rarely has 
such an opportunity. Suppose a person is accustomed, let us say, 
to use canned fruits put out by the opposer, and that he desires 
canned salmon. He sees a package on the dealer’s shelf with peti- 
tioner’s mark thereon. He decides at a glance, as he may (Patton 
Paint Co. v. Orr’s Zine White, Limited, 48 App. D. C. 221 [9 T. 
M. Rep. 74]), what he shall do. We think he would be likely to as- 
sume, because of the mark, that the product of the petitioner origi- 
nated with the opposer, and to purchase it as the output of the 
latter. To prevent such confusion as this is the aim of the law. 
Since the field from which a person may select a trade-mark is 
practically limitless, there is no just reason for taking one which 
nearly resembles that of a rival in trade. Thomas Manufacturing 
Company v. Aeolin Company, 47 App. D. C. 876 [8 T. M. Rep. 
151}; Coca-Cola Co. v. Chero-Cola Co., 51 App. D. C. 27, 278 Fed. 


755 [11 T. M. Rep. 252]; and Florence Manufacturing Co. v. 
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J.C. Dowd & Co., 178 Fed. 738 [1 T. M. Rep. 289]. Where one 
does so, there is room for the belief that he is seeking some of his 
competitor’s good-will. Coca-Cola Co. v. Chero-Cola Co., supra. 
Consequently, whenever we doubt in a trade-mark opposition case, 
as we do here, we resolve the doubt against the one last to adopt 
the mark. William Waltke & Co. v. Geo. H. Schafer Co., 49 App. 
D. C. 254, 263 Fed. 650 [10 T. M. Rep. 246], and United Electric 
Co. v. Replogle, 289 Fed. 626 [13 T. M. Rep. 221]. 

The fact that the opposer put out canned salmon for many 
years under a mark different from that which it now applies to that 
product is immaterial. Even though it had never used any of its 
marks on canned salmon, our decision would have to be the same, 
because it had applied them to fruits and vegetables, which we hold 
belong in the same class as canned salmon, and, this being so, the 
confusion against which the statute is leveled would result if regis- 
tration was granted to the applicant. 

We do not think the decision in Pabst Brewing Co. v. Decatur 
Brewing Co., 284 Fed. 110 [13 T. M. Rep. 1], cited by the Com- 
missioner, throws any light upon the subject. That was an in 
fringement suit in which the Pabst Company sought to prevent the 
Decatur Company from using the term “Blue Ribbon” on malt ex- 
tract, claiming that as it had used it for years as a trade-mark for 
beer, for which it had been registered, it, the Pabst Company, had 
a right to extend its use to malt extract. The opinion shows that 
the term “Blue Ribbon” had been registered in the Patent Office 
more than sixty times as a trade-mark for various articles of com- 
merce, and because of this extensive use the court held that the 
term had acquired special significance wholly apart from its use as 
a trade-mark for any product, and, consequently, that the Pabst 
Company’s right to use it was limited to the product for which it 
had been registered. 

For the reasons given we think the opposition in No. 1611 was 
correctly overruled, but that in 1609 and 1610 it should have been 
sustained. As to 1611, the decision of the Commissioner is affirmed, 
and as to 1609 and 1610, it is reversed. 
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Art Mertat Construction Co., Inc. v. Textite Pusiisuine Co., 
INc. 


Court of Appeals of the District of Columbia 
January 7, 1924 


Trapve-Marks—“Tue Orrice Economist’ Conrustncry Simirar to “Dry 
Goons Economist’—Res Apsupicata. 

Where, after opposition had been filed to the registration of the 
words “The Office Economist” as a trade-mark for a “magazine or 
journal issued monthly”, on the ground of prior use of the name “Dry 
Goods Economist” for a similar publication, applicant requested and 
obtained leave to change its description of goods to “house organ” and 
the mark was adjudged entitled to registration, held that the first 
judgment of the examiner that the goods were of the same class and 
the marks were confusingly similar was res adjudicata, and that ap- 
plicants’ mark should not be registered. 


Appeal from the Commissioner of Patents in a trade-mark op- 
position. Affirmed. For Commissioner’s decision, see p. 290, post. 


Charles W. Parkes, of Buffalo, N. Y., for appellant. 
Joseph L. Levy, of New York City, for appellee. 


Before Smytu, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 
Appeals. 


SmytuH, C. J.: The Art Metal Construction Co., Inc., applied 
to the Commissioner of Patents for the registration of the words 
“The Office Economist” as a trade-mark for a “Magazine or Journal 
issued Monthly.” Opposition to the registration was offered by 
the Textile Publishing Co., Inc., who owned the registered mark 
“Dry Goods Economist,’ which it applied to a weekly periodical, 
on the assumption that the goods of the parties possessed the same 
descriptive properties and that the marks were deceptively similar. 
Testimony was taken. 

The examiner of trade-mark interferences held that the opposi- 
tion should be sustained on the ground stated by the opposer, but 
gave leave to the applicant to amend its description of the goods 

and suggested that the words “House Organ” be substituted for the 

phrase “A Magazine or Journal issued Monthly.” He further said 
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that if such an amendment was made the mark would then be en 
titled to registration. From this decision the Art Metal Construc- 
tion Co. did not appeal but amended substantially as suggested 
Then the examiner dismissed the opposition. 

Opposer appealed to the Commissioner, who reversed the ex 
aminer so far as his decision granting leave to amend was con- 
cerned, stating that an opportunity should have been given to the 
opposer to offer testimony relative to the right of the applicant to 
make the amendment. He also ruled that the presentation by the 
applicant of the proposed amendment should be considered as a 
waiver of the right to register the trade-mark for “A Magazine or 
Journal issued Monthly,” and a waiver of the right to appeal from 
the decision of the examiner of interferences “sustaining the op- 
position, as to these goods.’’ A hearing before the examiner fol- 
lowed. He found that the applicant had a right to make the 
amendment, was entitled to have the mark registered, and he dis- 
missed the opposition. On appeal, this decision was reversed by 
the First Assistant Commissioner, who ruled that the first judg- 
ment of the examiner in which he held tacitly that the goods were 
of the same class, and that the marks were so similar that if used 
they would be likely to confuse, was res adjudicata, and that, since 
it had not been appealed from, it was binding on the applicant. 
The amendment, he held, did not change the situation, for the rea- 
son that applicant’s periodical would have the same appearance and 
would contain the same matter whether sold on the news stands, 
distributed as a house organ, or published monthly or weekly; that 
it so closely resembled the opposer’s publication that the reader 
would be liable to confuse the two, and that it was plain that, if the 
mark was registered, injury would be done the opposer. 

In these views we concur and hence affirm the decision of the 
Commissioner. 
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[IN RE THE AppLIcATION OF Deutz & Ortenserc. [Nc. 
Court of Appeals of the District of Columbia 


March 3, 1924 


[rape-Marxs—“Hovse or France”—GeoGrRaPuicaL TERM. 

The words “House of France”, used as a trade-mark for blouses, 
waists, gowns, and dresses, are merely geographical, and in the case 
of applicant, a New York corporation, also deceptive as indicating that 
the goods are produced in France. 


Appeal from a decision of the Commissioner of Patents refus- 
ing registration. Affirmed. For the Commissioner’s decision, see 
13 T. M. Rep. 452. 


C. A. Weed, of New York City, for appellant. 
Theodore A. Hostetler, of Washington, D. C., for Commis- 
sioner of Patents. 


Before Ross and Van Orspet, Justices, and Smitu, Judge, 
U. S. Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Patent Office re 
fusing registration of the words ‘House of France’’, as a trade- 
mark for blouses, waists, gowns and dresses. 

Applicant is a New York corporation and alleges use of this 
mark since March of 1922. The Examiner of Interferences refused 
registration on the ground that the mark merely has geographical 
significance, applicable to any business house located in France, and 
that, as applied to a house not located in France, it is deceptive. 
Responding to this Office action, the applicant did not assert that 
its goods were made in France, but alleged that, as applied to the 
dresses and other articles of clothing upon which it was used, it 
was suggestive of that “good taste, style, line and blend of colors 
which is essentially French, and is not merely significant of any 
‘business house in France’. * * * Since therefore Paris has been con- 
sidered the acme of perfection in style, a trade-mark such as ap- 
plicant’s, suggesting the emulation of French lines and style as the 
distinguishing feature of applicant’s goods, would act to create a 
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demand for his goods, and therefore accomplish the purpose of the 
trade-mark.” 

The Assistant Commissioner, in disposing of the case, said: 
‘“‘Applicant’s mark is believed to clearly indicate to the average pur- 
chaser that the wearing apparel, gowns, waists, etc., were imported 
from a business house in France. The use of the word ‘house’ to 
indicate a commercial or importing house is well-known. When 
such word is applied to wearing apparel, the inference is at once 
drawn that the apparel came from that commercial or business 
place. When the statement is added that this is a commercial 
place of France, the conclusion is fairly reached by the average 
purchaser in this country that the clothing was imported from a 
business house located in France. In this sense, therefore, the 
mark would be clearly deceptive unless such were the fact. The 
whole meaning of the mark is geographical as to origin of the 
goods.” 

That “House”, as used in this mark, indicates an individual, 
firm or corporation, is clear. The words “House of France’, there- 
fore, as clearly indicate a French firm or a branch of a French firm. 
Appellant is neither, and, even if it was, would have no right to the 


exclusive appropriation of a term equally available to every real 


house of France doing business in this country. 
For the reasons stated in detail by the Patent Office, the de- 
cision is affirmed. 
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IN RE THE APPLICATION OF LaNnpIs MacHINeE CoMPANY 
Court of Appeals of the District of Columbia 


June 2, 192 


~~ 


[rapeE-Marks anp Trape-Names—“Lanois” WirHin Diamonp—Lack oF 

DisTIN CTIVENESS. 

The name “Landis”, displayed in a diamond-shaped figure, is un- 
registrable, as it is a surname not so distinctively presented as to out- 
weigh its significance as a mere name. 

Appeal from the decision of the Commissioner of Patents re- 
fusing registration. Affirmed. 


E. W. Bradford, of Washington, D. C., for appellant. 
Theodore A. Hostetler, of Washington, D. C., for Commis- 
sioner of Patents. 


Before Ross and Van OrspeE., Associate Justices, and SmitH, 
Judge, U. S. Court of Customs Appeals. 


Per Curtam: Appeal from a Patent Office decision refusing 
to register as a trade-mark the name “Landis’’, written within a 
diamond-shaped border, the middle letters being of a height sub- 
stantially equal to the height of the center of the diamond and the 
other letters decreasing toward each end. 

This case is ruled by our decision in National Cigar Stands 
Co. v. Frishmuth Bro. & Co., Inc., No. 1624, present term [14 T. 
M. Rep. 214.] 


The decision is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Fenninoa, A. C.: Appeal from the Examiner of Interferences, 
granting a motion to dismiss a notice of opposition. 

Five cases were argued together. In opposition No. 3918 is 
involved applicant’s application for registration of a trade-mark for 
canned salmon, consisting of the words “Pink Band” and a band of 
pink shown in the specimens as one-half inch wide, extending from 
one end to the other of the label; the other marks involved are 
“Gold Band’, “Silver Band’, “Red Band’, and “White Band’. 

Opposer sets out that it has used, prior to applicant’s uses 
on miscellaneous canned goods, trade-marks consisting of “Gold 
Bar” on a label, the background of which is gold; and also a mark 
consisting of “Silver Bar” on a label, the background of which 
is silver. The appearance of these labels is readily distinguish- 
able from those of applicant; the words “Gold Bar’ and “Gold 
Band” might be assumed to be readily distinguishable to a public 
which has been trained to distinguish between the “Stars and Bars” 
and the “Stars and Stripes”. 

Opposer’s use of the mark is alleged to have been on a long 
list of goods, such as canned fruits, asparagus, vegetables, jams, 
pickles and sauerkraut, but I am unable to believe that these are 
so nearly analogous to canned salmon that applicant should be re 
fused registration, even if the marks were identical. 

The decision of the examiner of interferences is affirmed and 


the opposition is dismissed.’ 


Kinnan, A. C.: An appeal from the examiner dismissing the 
opposition and adjudging that applicant is entitled to register the 
words “The Office Economist” as a trade-mark for a house organ. 
Opposer has registered the words “Dry Goods Economist” as a 
trade-mark for a weekly publication. Applicant originally filed 
to register as trade-mark for monthly magazine, but after applica 


‘California Packing Co. v. Halferty, 142 M. D. 211, January 8, 1923 
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tion was made and before the examiner’s decision, amended so as to 
apply to a house organ; whereupon opposer petitioned the Com- 
missioner to exercise supervisory authority and direct the Examiner 
“to strike from the record the papers irregularly filed as aforesaid 
while the case was awaiting decision, to reconsider his decision and 
decide the case on the record.” 

The petition to strike from the record was denied. After 
an inter partes hearing, the examiner entered the amendment and 
dismissed the opposition. Opposer contended that, after final hear- 
ing, the amendment of applicant’s case inter partes was improper. 
A court has wide discretion in suggesting amendments on its own 
motion when justice requires such action, but what has been adjudi- 
cated should not be disturbed. The amendment should not be ad- 
mitted without an inter partes hearing. It is not believed the 
amendment justified dismissing the opposition or avoids possibility 
of confusion. The mere fact that applicant’s magazine is circu- 
lated as a house organ held not to entitle it to register a mark not 
otherwise registrable. The magazine has the same appearance and 
contains the same matter, whether it is sold on news stands, dis- 
tributed as a house organ, or published monthly or weekly. While 
distribution as a house organ may tend to reduce probabilities of 
confusion in some cases, it was held it would not do so in all. 
Decision of the Examiner was reversed.” 


Rendered during June, 1924 


Fennine, A. C.: Held that the Robert A. Johnston Co. is not 
entitled to register the word “Smilax”, as a trade-mark for sweet 
biscuit, in view of the established prior use by the Sawyer Biscuit 
Company of the words ‘“Crispo Smilax”, on the same goods. 

The ground of this decision is that the use of the word “Smilax’”’ 
by the Sawyer Biscuit Company is a trade-mark use, notwithstand- 
ing the fact that the biscuits are marked “Crispo Smilax”, and that 
the Sawyer Biscuit Company had registered the word “Crispo’’ and 


* Textile Publication Co., Inc. v. Art Metal Construction Co., Inc., 142 
Ms. Dec. 247, January 13, 1922. 
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applied it to most of its goods, frequently in addition to another 
mark such as ‘Smilax’. 

With respect to the contention of the applicant, that the use of 
the term “Crispo Smilax” showed that there was no trade-mark use 
of the word “Smilax”, but merely a use as a descriptive trade 
mark, the Assistant Commissioner said: 


“The biscuit made by it is marked ‘Crispo Smilax’. It appears that 
‘Crispo’ is registered as a trade-mark and is regularly applied to most of 
its goods, frequently in addition to another mark, such as ‘Smilax’. Ap 
licant insists that this shows failure of the use of the mark as a trade- 
mark. It is insisted that the mark is merely a descriptive trade-mark. 

“I am unable to so hold under the present circumstances. It is well 
known that in the biscuit trade two marks are not infrequent on a single 
article. We can take judicial notice of the fact, for instance, that the 
National Biscuit Company places upon substantially al! of its goods its 
well-known characteristic “IN-ER-SEAL” mark, although each package 
carries another mark.” 


a * * - 7 


“Applicant emphasizes and relies chiefly upon The Touraine Company 
v. F. B. Washburn & Co., 286 Fed. 1020, 309 O. G. 676 [13 T. M. Rep. 121}. 
In that case, however, the Court found that opposer by its long delay had 
clearly indicated that it did not consider its mark a trade-mark and also 
that no damage could be presumed. In the present case opposer has 
promptly asserted its right, showing that it believes it has a trade-mark 
and it is beyond experience to assume that purchasers entering a store 
and seeing on a can opposer’s Exhibit No. 2 reading ‘Smilax’ will not ex- 
pect to find inside the package biscuits of applicant which bear simply the 
mark ‘Smilax’. Such confusion of goods shows sufficient probability of 
damage.” ® 


FenninG, A. C.: Held that Edwin Crutcher, is not entitled 
to register as a trade-mark for women’s stockings the representa 
tion of an arrow, with “Golden” printed above it and “Arrow’’ be- 
low it, in view of the long use by Cluett, Peabody & Company, Inc., 
of a mark consisting of the word “Arrow”, or the representation 
of an arrow, or both, on shirts, collars and cuffs, nightshirts, 
pajamas, undershirts, underdrawers, union suits and handkerchiefs, 
on the ground that the goods are of the same descriptive properties 
and that confusion would be likely to occur by the simultaneous use 
of the marks by the respective parties. : 

In his decision the Assistant Commissioner said: 


*Sawyer Biscuit Company v. Robert A. Johnston Co., 146 M. D. 144, 
June 2, 1924. 
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“Applicant argues that opposer has confined its business for 35 years 
to men’s wear, which indicates that it was not likely to expand its busi- 
ness to women’s wear. I am unable to find, however, in the stipulations, 
which are the only record here, anything to show that opposer has so con- 
fined its business to men’s wear. I am unable, however, to believe that 
that is material to the present case. It is well known that many women 
purchase wearing apparel for men. It has been held by the Court of Ap- 
peals in Wolf §& Sons v. Lord §& Taylor, 1914 C. D. 176, 202 O. G. 632, 41 
App. D. C. 514 [4 T. M. Rep. 219], that knitted and textile undershirts, 
drawers, and union suits are goods of the same descriptive properties as 
men’s, women’s and children’s stockings. That case must control the 
present case. 

“Applicant cites several registered trade-marks which include an 
arrow or the word ‘Arrow’ in an endeavor to show that arrow is publici 
juris, but I am unable to satisfy myself that the proofs are sufficient to 
show that opposer will not be damaged by registration of the mark in 
issue.” ‘ 


Fennineo, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for collars, the representation in silhouette 
of a man’s head and a collar and necktie in an oval black back- 
ground, in view of the prior use by the opposer of a similar picture 
employed in a descriptive manner on packages of collars made by 
them, as well as in advertisements of such collars, and in view of 
the prior use by opposer and others, of the picture of the head of a 
man, together with a collar and necktie in colors, in black and 
white, and in silhouette. 

In his decision, with reference to the alleged distinctiveness of 
applicant’s mark, the Assistant Commissioner said: 


“Applicant urges that its picture is distinctive. I am unable to be- 
lieve, however, that the ordinary purchaser, including the educated and 
the uneducated, will notice the slight difference in the shape of the collar 
or the contour of the head. 

“Mr. Phillips, witness for applicant, says: 

“*We have found changes necessary as we went on, but throughout 
all our advertisements we have always stuck to the large issue of the 
silhouette itself. That is unmistakable, and whether it turns to the right 
or to the left or whether there is a slight change, or any change in the 
collar itself, the silhouette could never be mistaken, in our opinion, for the 
advertisement of any competitor. We have applied for registration for the 
trade-mark silhouette and it is our intention to stick—to use only the 
trade-mark or the form that we apply for.’ 

“It is obvious from this and other testimony in the record that appli- 
cant believes its trade-mark to distinguish from other marks merely by 


*Cluett, Peabody & Company, Inc. v. Crutcher, 146 M. D. 148, June 5, 
1924. 
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being made in silhouette, but, as already pointed out, the silhouette broadly 
is not new.” 


After referring to opposer's argument that the applicant’s 
mark is merely descriptive, and to applicant’s argument that the 
essential feature of the mark is the representation of a man’s head 
in silhouette and that the collar is but a minor feature, the Assistant 
Commissioner said: 


“The importance of the collar in the picture of the mark, however, is 
emphasized in an advertisement in the Saturday Evening Post of July 21, 
1923, opposer’s Exhibit 24 A, in which three of its silhouette heads are 
shown, all identical, except that each is provided with a different style of 
applicant’s collar, each style’s name being directly associated with the re- 
spective picture which illustrates that style. 


* * 7 - . 


“Applicant’s witness Wallerstein in charge of its advertising said: 

“Q. 13. Why did you adopt the representation of a head with collar 
and tie attached in- making your selection? 

“A. Because it was necessary to have a device that would show the 
article as worn. 

“No further testimony should be necessary to prove descriptiveness of 
applicant’s mark, and in view of this the holdings in the cases relied upon 
by applicant are not of significance. I am unable to believe under the 
circumstances of this case that the collar in applicant’s mark is of such 
secondary importance that it readily sinks into insignificance.” ° 


*Cluett, Peabody & Co., Inc. v. Phillips-Jones Corporation, 146 M. D. 
161, June 14, 1924. 
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